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DETAILED ACTION 

This is the fourth Office Action based on the 10/804,360 application filed on 3/19/2004. 
Claims 19-22, 24-26, 28-35, and 37-38, as amended on 8/13/2008, are currently 
pending and have been considered below. 


Response to Amendment 

The amendment to the claims filed on 8/13/2008 does not comply with the 
requirements of 37 CFR 1.121 (c) because claims 32 and 33 are marked as "currently 
amended", however the word "junction" had previously been removed from the claims in 
the amendment dated 4/25/2008. Amendments to the claims filed on or after July 30, 
2003 must comply with 37 CFR 1 .1 21 (c) which states: 


(c) Claims. Amendments to a claim must be made by rewriting the entire claim 
with all changes (e.g., additions and deletions) as indicated in this subsection, except 
when the claim is being canceled. Each amendment document that includes a change 
to an existing claim, cancellation of an existing claim or addition of a new claim, must 
include a complete listing of all claims ever presented, including the text of all pending 
and withdrawn claims, in the application. The claim listing, including the text of the 
claims, in the amendment document will serve to replace all prior versions of the claims, 
in the application. In the claim listing, the status of every claim must be indicated after 
its claim number by using one of the following identifiers in a parenthetical expression: 
(Original), (Currently amended), (Canceled), (Withdrawn), (Previously presented), 
(New), and (Not entered). 

(1) Claim listing. All of the claims presented in a claim listing shall be 
presented in ascending numerical order. Consecutive claims having the same status of 
"canceled" or "not entered" may be aggregated into one statement (e.g., Claims 1-5 
(canceled)). The claim listing shall commence on a separate sheet of the amendment 
document and the sheet(s) that contain the text of any part of the claims shall not 
contain any other part of the amendment. 

(2) When claim text with markings is required. All claims being currently 
amended in an amendment paper shall be presented in the claim listing, indicate a 
status of "currently amended," and be submitted with markings to indicate the changes 
that have been made relative to the immediate prior version of the claims. The text of 


Application/Control Number: 10/804,360 
Art Unit: 3763 


Page 3 


any added subject matter must be shown by underlining the added text. The text of any 
deleted matter must be shown by strike-through except that double brackets placed 
before and after the deleted characters may be used to show deletion of five or fewer 
consecutive characters. The text of any deleted subject matter must be shown by being 
placed within double brackets if strike-through cannot be easily perceived. Only claims 
having the status of "currently amended," or "withdrawn" if also being amended, shall 
include markings. If a withdrawn claim is currently amended, its status in the claim 
listing may be identified as "withdrawn — currently amended." 

(3) When claim text in clean version is required. The text of all pending 
claims not being currently amended shall be presented in the claim listing in clean 
version, i.e., without any markings in the presentation of text. The presentation of a 
clean version of any claim having the status of "original," "withdrawn" or "previously 
presented" will constitute an assertion that it has not been changed relative to the 
immediate prior version, except to omit markings that may have been present in the 
immediate prior version of the claims of the status of "withdrawn" or "previously 
presented." Any claim added by amendment must be indicated with the status of "new" 
and presented in clean version, i.e., without any underlining. 

(4) When claim text shall not be presented; canceling a claim. 

(i) No claim text shall be presented for any claim in the claim listing 
with the status of "canceled" or "not entered." 

(ii) Cancellation of a claim shall be effected by an instruction to 
cancel a particular claim number. Identifying the status of a claim in the claim listing as 
"canceled" will constitute an instruction to cancel the claim. 

(5) Reinstatement of previously canceled claim. A claim which was 
previously canceled may be reinstated only by adding the claim as a "new" claim with a 
new claim number. 


Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the overlap between 
the braid and the tubular shaft must be shown or the feature(s) canceled from the 
claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
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prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 


Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 19-22, 24-26, 28-35 and 37-38 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Claims 19, 28, and 37 
contain the phrase "wherein the braid overlaps the distal end of the tubular shaft". The 
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specification at page 5, merely describes the relation of the braid and the tubular shaft 
as attached at a junction. There is no mention of whether the braid lays over or under 
the tubular shaft. 


Claim Rejections - 35 USC § 102 and 103 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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7. Claims 19, 20, 21 , 22, 24, 26, 28, 29, 30, 31 , 32, 33, 35, 37, and 38 rejected 
under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) 
as obvious over U.S. Patent No 5,228,441 to Lundquist. 

8. Lundquist discloses the following: 

19. A medical device, comprising: a proximal shaft section (31) and a distal shaft 
section extending distally of the proximal shaft section; the proximal shaft section 
includes a tubular proximal shaft section having a proximal end (32) and a distal end 
(33); a plurality of slits defined in the proximal tubular shaft section ; wherein a greater 
number of slits are disposed near the distal end of the proximal tubular shaft section 
than near the proximal end of the proximal tubular shaft section (column 4, lines 20-37); 
a distal shaft section (54) attached to the proximal shaft section, the distal shaft section 
including a braid attached to the distal end of the proximal tubular shaft section; wherein 
the braid overlaps the distal end of the tubular shaft such that a portion of the braid is 
located proximal of the distal end of the tubular shaft (see figure 3); and a polymer layer 
(46) disposed over the proximal and distal shaft sections tubular shaft and the braid 
(column 4, lines 38-40). 

20. The medical device of claim 19, wherein the distal shaft section is deflectable 
(column 5, lines 33-36). 

21 . The medical device of claim 1 9, wherein proximal shaft section the tubular 
shaft has a longitudinal axis and wherein the slits are arranged generally perpendicular 
to the longitudinal axis (see figure 4). 
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22. The medical device of claim 19, wherein the medical device has a transition 
in stiffness from the proximal shaft section to the distal shaft section (it is inherent that 
the stiffness of a slotted tube and a braided member are different since they constructed 
differently). 

24. The medical device of claim 1 9, wherein the number of slits per unit length is 
greater near the distal end of the tubular shaft than near the proximal end of the tubular 
shaft (column 4, lines 20-37). 

26. The medical device of claim 19, wherein the tubular shaft is a nickel-titanium 
alloy tube (column 9, lines 47-51 ). 

28. A medical device, comprising: a proximal shaft portion (31) and a distal shaft 
portion (54); the proximal shaft portion including a tubular member having a proximal 
end (32) and a distal end (33), the tubular member including a plurality of slits (41) 
defined in the tubular member; the distal shaft portion including a braid (54), the braid 
attached to the tubular member and extending distally therefrom (column 5, lines 12- 
24); wherein the braid overlaps the distal end of the tubular member such that a portion 
of the braid is located proximal of the distal end of the tubular member (see figure 3); 
and a polymer layer (46) disposed over the tubular member and the braid (column 4, 
lines 38-40). 

29. The medical device of claim 28, wherein the distal shaft portion is deflectable 
(column 5, lines 33-36). 
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30. The medical device of claim 28, wherein the tubular member has a 
longitudinal axis and wherein the slits are arranged generally perpendicular to the 
longitudinal axis (see figure 4). 

31 . The medical device of claim 28, wherein the medical device has a transition 
in stiffness from the proximal shaft portion to the distal shaft portion (it is inherent that 
the stiffness of a slotted tube and a braided member are different since they constructed 
differently). 

32. The medical device of claim 28, wherein a greater number of slits are 
disposed near the distal end of the tubular member than near the proximal end of the 
tubular member (column 4, lines 20-27). 

33. The medical device of claim 28, wherein the number of slits per unit length is 
greater near the distal end of the tubular member than near the proximal end of the 
tubular member (column 4, lines 20-27). 

35. The medical device of claim 28, wherein the tubular member is a nickel- 
titanium alloy tube (column 9, lines 47-51 ). 

37. A medical device, comprising: a slotted tubular member (31) having a 
plurality of slots (41) therein, the slotted tubular member having a proximal end (32), a 
distal end (33), and a longitudinal axis; wherein the slots vary in number, location, 
frequency, size, or depth so that the tubular member varies in stiffness between the 
proximal end and the distal end (column 4, lines 20-37); a braid (54) attached to the 
distal end of the tubular member and extending distally therefrom (column 5, lines 12- 
24); wherein the braid overlaps the distal end of the tubular member such that a portion 
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of the braid is located proximal of the distal end of the tubular member (see figure 3); 
and a polymer layer (46) disposed over the tubular member and the braid so as to 
define a catheter shaft (column 4, lines 38-40). 

38. The medical device of claim 37, wherein the slots defined are arranged 
generally perpendicular to the longitudinal axis (see figure 4). 

As the Applicant has discussed, the term "overlap" can have two interpretations. 

Under the definition "to have an area or range in common with", the above claims 
are clearly anticipated by Lundquist as set forth above. 

Under the definition "to lie or extend over and cover part of, the above claims are 
found to be obvious over Lundquist, as it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to rearrange the braid to 
overlie the tubular member, since it has been held that rearranging parts of an invention 
involves only routine skill in the art. In re Japikse, 86 USPQ 70. 

9. Claims 25 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lundquist in view of U.S. Patent No. 5,437,288 to Schwartz. 

Lundquist discloses the medical device of claims 19 and 28, and teaches that 
there can be variation in the number, frequency, and location of slits (column 4, lines 
20-37) but fails to disclose wherein the depth of slits is greater near the distal 
end/junction of the proximal shaft section than near the proximal end/junction of the 
proximal shaft section. 
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Schwartz teaches a flexible catheter (figure 2), where the depth of slits (14) 
becomes greater when moving from the proximal end (11) to the distal end (12) (column 
4, lines 5-8). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the flexible catheter of Lundquist with the variable depth 
slits of Schwartz because by increasing the depth of the grooves, the flexibility of the 
flexible portion nearest the distal end is increased (column 4, lines 8-11). 

Response to Arguments 

1 0. Applicant's arguments filed 8/1 3/2008 and 1 0/02/2008 have been fully 
considered but they are not persuasive. 

1 1 . The Applicant presents two definitions of the term "overlap". Under one 
definition, the prior art anticipates the invention, under the other definition, the prior art 
makes obvious the invention. Furthermore, from the drawings and specification, there 
is no evidence that the braided member does overlay the tubular member in the original 
invention. The relationship between the two members is broadly described as a 
junction (see 186 in figures 2a and 2b). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aarti Bhatia whose telephone number is (571) 270- 
5033. The examiner can normally be reached on Monday-Thursday 8:00am - 6:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nicholas Lucchesi can be reached on (571) 272-4977. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call (800) 786-9199 (IN USA OR CANADA) or (571) 272-1000. 


/Aarti Bhatia/ 
Examiner, Art Unit 3763 

/Nicholas D Lucchesi/ 

Supervisory Patent Examiner, Art Unit 3763 


